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REMARKS 

Priority 

Priority to Application No, 09/391,260 has been denied for failing to provide adequate support 
for decreasing exptesaion of a gene using double strand RNA. Applicants respectfully disagree* 
'260 teaches on page 5 lines 1 1-16, "The term includes deoxyribonucleic acid (DNA) and 
ribonucleic acid (RNA) in the fonn of an oligonucleotide messenger RNA, anti-senae, plismid 
DNA, parts of a plasmid DNA or genetic material derived fiom a virus. A polynucleotide 
distinguished, here, bam a oligonucleotide by coixtahiing more than 120 monomeric unibi 
sense is a polynucleotide that interferes with the function of DNA and/or RNA." '260 fiin her 
teaches on page 6 lines 13-15» *^ntry into the cell is required for the polynucleotide to pr xli 
the tter^eutic protein, to block the production of a protem, or to decrease ^e amount clf 
RNA.'* (emphasis added). It is well known in the art that polynucleotides may be double 
single stranded. 



The Action further states that there is no support in the priority documents of the instant 
(^plication for decreasing **expression of a gene**, particularly using a double stranded RKA. 
Applicants respectfidly disagree. The instant application teaches, on page 1 Imes 27-28, 
Polynucleotides may be coded to express a whole or partial protein, or may be anti-sense." The 
mstant application defines an antisense polynucleotide, on page 8 lines 33-34, as, . . a 
polynucleotide that mterferes vdUx the function of DNA and/or RNA.^ The instant applicktion 
further states, on page 9 lines 12-15, ''A polynucleotide can be delivered to a cell to exp^s an 
exogenous nucleotide sequence, to inhibit, eliminate* augment, or altcar e^qnession of an 
endogetious nucleotide sequCTce, or to express a specific physiolo^cal characteristic not 
naturally associated with the cell. Polynucleotides may be coded to express a whole or p^trtial 
protein, or may be anti-sense.'' 

Objections to the Claims 
Clahns 13, 1 5» 16, and 23-31 are olgected to because the elected mvention is drawn to a farocess 
for delivering a dsRNA that is not ^q^ressed, but the claims as pending are broader, App licants 
have made the app rop riate corrections. 
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Objections to the Specification 

The specification has been objected to for failing to provide proper antecedent basis : 
claimed subject matter. Applicants have amended claims 19 and 20 to reflect the ranges i 
m the application on page 8 lines 29-30. Support for inhibiting gene expression is provided in the 
specification on page 8 lines 33^34 and page 9 lines 12-15. 

Rejection of the Claims im dar 35 USC 8 112 

Claims 13, IS, 16, 18-20, and 23-31 have been rejected imder 35 U.S.C. 112, first paragri|^h, for 
£uling to siq>port reducing ^expression of a gene'' with double strand RNA. Applicants 
respectfully disagree for the reasons slated above and request reconsideration of the rejeGjtion. 

Double Patenting: 

Claims 13» 15, 16, 18-20, and 23-31 have been rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-4 of U.S. Patent ^o. 
6,627.616. With this Response, Applicants have filed a tenninal disclaimer to overcome the 
rc^jcction. 



The Examiner's objections and rejections are now believed to be overcome by this response 
the Office Action. In view of Applicants' amendment and arguments, it is submitted that blaims 
13. 19-20, and 23-31 should be allowable. 



Resuectfully submitted, 



KirkKcena, R^g. No. 56,672 
Mirus Bio Corporation 
505 South Rosa Road 
Madison, WI 53719 
608-238-4400 
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